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Responsive to communication(s) filed on „ . 

1 This action is FINAL. 

J Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quafl&35 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire 3_ month(s), or thirty days, whichever is 

longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U S C. § 133). Extensions of time may be obtained under the provisions of 
37CFR 1.136(a). 
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Art Unit: 1626 

DETAILED ACTION 

Claims 1-26 are pending in this application. 

Election/Restriction 

1 . Applicants' election with traverse in Paper No. 3, filed February 20, 200 1 of Group III, 
Claim 13, drawn to a compound is acknowledged. 

The traversal is made on the grounds that the Examiner has made no indication that there 
would be a "serious burden 1 ' if the claims were examined together. 

Applicants' reasoning is unpersuasive with respect to Groups I-VIII. Groups I, II, VI, and 
VII are distinct, each from the other, because they are drawn to different processes, involving 
different reactive steps and conditions. Each process is distinct from one another and is capable 
of supporting their own patent(s). 

Groups III and IV, and III and V are related as mutually exclusive species in an 
intermediate-final product relationship. Distinctness is proven for claims in this relationship if the 
intermediate product is useful to make other than the final product (MPEP § 806 04(b), 3rd 
paragraph), and the species are patentably distinct (MPEP § 806.04(h)). In the instant case, the 
intermediate product is deemed to be useful in the preparation of substituted indole derivatives 
and the inventions are deemed patentably distinct since there is nothing on this record to show 
them to be obvious variants. Should applicant traverse on the ground that the species are not 
patentably distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the case. In 
either instance, if the examiner finds one of the inventions anticipated by the prior art, the 
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evidence or admission may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 
Further, the compounds in groups III, IV, and V are directed to art recognized divergent 
compounds which require different searching strategies for each compound The examiner must 
perform a commercial database search on the subject matter of each group in addition to a paper 
search, which is quite burdensome to the examiner. The remaining subject matter of claims 1-12 
and 14-26 stands withdrawn from further consideration under 37 CFR 1. 142(b) as constituting 
other patentably distinct inventions. 

Thus, the arguments presented are found unpersuasive, and since 35 U.S.C. limits 
applicants to one patent per invention, the requirement for restriction in Paper No. 2 is still 
deemed proper and is therefore made FINAL. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to u patent unless — 

(e) the invention was described in a patent granted on an application for patent by another filed in the 1 Jnited 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requir ements of paragraphs (1), (2), and (4) of section 37 1 « > of this title before the invention 
thereof by the applicant for patent. 



3 Claim 13 is rejected under 35 U.S.C. 102(e) as being anticipated by Robertson et al., US 
Patent 5,399, 574. Applicant claims (S)-4-{[3-[2-(dimethylamino)ethyl-lH-indole-5-yl]methyl}- 
2-oxazolidinone. On page 1 of the specification Applicant discloses that this compound is also 
known as (S)-N,N-dimethyl-2-[5-(2-oxo- 1 ,3-oxazolidin-4-yI-methyl)- 1 H-indol-3-yl]ethylamine, 
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and that it is useful for the treatment of migraine. Robertson et al. teach the instant compound in 
species examples in column 28, lines 21-22 and lines 44-45, and column 29, lines 6-7 

Specification 

4. Applicant is reminded of the proper language and format for an abstract of the disclosure. 

The abstract should be in narrative form and generally limited to a single paragraph on a 
separate sheet within the range of 50 to 250 words. It is important that the abstract not exceed 
250 words in length since the space provided for the abstract on the computer tape used by the 
printer is limited. The form and legal phraseology often used in patent claims, such as "means" 
and "said," should be avoided. The abstract should describe the disclosure sufficiently to assist 
readers in deciding whether there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information given in the 
title It should avoid using phrases which can be implied, such as, "The disclosure concerns, " 
"The disclosure defined by this invention," "The disclosure describes," etc. 

This application does not contain an abstract of the disclosure as required by 37 

CFR 1 .72(b). An abstract on a separate sheet is required. 

5. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Sonya Wright, whose telephone number is (703) 308-4539. The examiner 
can normally be reached on Monday-Friday from 7:30 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Joseph K McKane, can be reached at (703) 308-4537. The Unofficial fax phone 
number for this Group is (703) 308-7921 . The Official fax phone numbers for this Group are 
(703) 308-4556 or 305-3592. 
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When filing a FAX in Technology Center 1600, please indicate in the Header (upper right) 
"Official" for papers that are to be entered into the file, and "Unofficial" for draft documents and 
other communications with the PTO that are not for entry into the file of the application. This 
will expedite processing of your papers. 

Communications via Internet e-mail regarding this application, other than those under 35 
U.S.C. 132 or which otherwise require a signature, may be used by the applicant and should be 
addressed to [joseph.mckane@uspto.gov]. All Internet e-mail communications will be made of 
record in the application file. PTO employees will not communicate with applicant via Internet e- 
mail where sensitive data will be exchanged or where there exists a possibility that sensitive data 
could be identified unless there is of record an express waiver of the confidentiality requirements 
under 35 U.S.C. 1 22 by the applicant. See the Interim Internet Usage Policy published by the 
Patent and Trademark Office Official Gazette on February 25, 1997 at 1 195 OG 89. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist, whose telephone number is (703) 308-1235. 
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